
04/29/2002 20:45 FAX 503 684 3245 BSTZ - LAKE OSWEGO @001 

BL AKELY 5285 SW Meadows Road, Suite 1 01 

SOKOLOFF Lake Oswego, Oregon 97035 

TAYLOR & - (503) 684-6200 

ZAFMAN (503) 684-3245 facsimile . 

A LIMITED LIABILITY 
PARTNERSHIP INCLUDING 
LAW CORPORATIONS 

FACSIMILE TRANSMITTAL SHEET (TRANSMITTAL TO PTO) 

Deliver to: 

Firm Name: US PATENT AND TRADEMARK OFFICE \ \ 

Fax Number: 7^^8 " Te.aohone No.: M 

From: 

Date: fvflgjL- ft? , ?£02-» Tlme:_ ftxto ?<a ^btf«c -pnA£: 

Operator: Matter: C&2&\\, fOQ^ '. 



Number of pages including cover sheet: r?Aj 



In Re Patent Application of: _ 

Application No*: 
Filed: 



For: /^r^ flAflr*UU,fM£KK fbC- J)if,iTjk r Qsa^+XT 



Enclosed are the 



following documents: _ iWa, filter. ^s>Pe^JL 



rRBTTPir ATT. OP TO ANSMTSSTON 

at Jthis cc 



I hereby certify that Jthis correspondence is being facsimile transmitted to the Patent and Trademark Office on; 
oissjon 



Date of Transmission . 




or printed name of person transmitting paper) 



of person transmitting paper) 

CONFIDENTIALITY NOTE 

The documents accompanying this facsimile transmission contain Information from the law firm of Blakety Sokoloff Taylor & 
Zafman LLP that Is confidential or privileged. The Information Is Intended to be for the use of the Individual or entity named on this 
transmission sheet If you are not the intended recipient, be aware that any disclosure, copying, distribution, or use of the contents 
of this faxed Information Is prohibited. If you have received this facsimile In error, ptease notify us by telephone Immediately so that 
we can arrange for the retrieval of the original documents at no cost to you. 

IF YOU EXPERIENCE ANY DIFFICULTY IN RECEIVING THE ABOVE PAGES, PLEASE CALL (503) 684-6200 AND ASK FOR 
THE OPERATOR NAMED ABOVE. 

(Rev. 11/23/97) 



Received from < 503 684 3245 > at 4/29/02 11 :52:09 PM [Eastern Daylight Time] 



04A29/2002 20:45 FAJ 503 684 oZK 



BSTZ - LAKE OSWEGO 



© 002 



Attorney Docket No.: 002541. P009 



PATENT 



Response pursuant to 37 C.FJL § 1.116 — Expedited Procedure 
Examining Group 2100 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: 

Story, et al. 

Application No: 09/222,336 

Filed: December 28, 1998 

For: License Management for Digital 
Content . 



BOX AF 

Commissioner For Patents 
Washington, D.C. 20231 



Examiner: Y. Retta 
Art Unit: 2162 



ua>3T 



Official 





05/10/2002 
01 FC:119 



00000001 022666 09222336 AFTER FINAL RESPONSE 



In response to the Final Office Action mailed February 25, 2002, please enter this 
amendment and consider the following remarks. 
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A. REJECTION OF CLAIMS 1-8, 10-18 and 20-30 UNDER 35 U.S.C. 
§ 1 12, FIRST PARAGRAPH AS CONTAINING SUBJECT MATTER THAT 
WAS NOT DESCRIBED IN THE SPECIFICATION IN SUCH A WAY AS TO 
ENABLE ONE SKILLED IN THE ART TO MAKE AND/OR USE THE 
INVENTION IS IMPROPER BECAUSE THE SPECIFICATION DESCRIBES 
DEVICES THAT CREATE, DISTRIBUTE AND USE LICENSES HAVING 
VARIOUS CARDINALITIES AS WELL AS EMBODIMENTS OF THE 
LICENSES 5 

B. REJECTION OF CLAIMS 1-8, 10-18 and 20-30 UNDER 35 U.S.C. 
§ 1 1 2, FIRST PARAGRAPH AS CONTAINING SUBJECT MATTER THAT 
WAS NOT DESCRIBED IN THE SPECIFICATION IN SUCH A WAY AS TO 
CONVEY TO ONE SKILLED IN THE ART THAT THE INVENTORS, AT 
THE TIME THE APPLICATION WAS FILED, HAD POSSESSION OF THE 
CLAIMED INVENTION BECAUSE MULTIPLE FIGURES AND THE 
ASSOCIATED DESCRIPTION CLEARLY DESCRIBE VARIOUS 
COMPONENTS INTERACTING VIA NETWORK CONNECTIONS 7 

C. REJECTION OF CLAIMS 1-8, 10-18 and 20-30 UNDER 35 U.S.C. 
§ 102(e) AS BEING ANTICIPATED BY U.S. PATENT NO. 5,969,283 
ISSUED TO LOONEY, ET AL. (LOONEY) IS IMPROPER BECAUSE 
LOONEY FAILS TO DISCLOSE CREATION AND STORING OF A 

LICENSE WITH AN ASSOCIATED CARDINALITY 9 

D. REJECTION OF CLAIMS 3, 13, 23 AND 25-27 UNDER 35 U.S.C. 
§ 103(a) AS BEING UNPATENTABLE OVER LOONEY IN VIEW OF U.S. 
PATENT NO. 5,745,879 ISSUED TO WYMAN (WYMAN) IS IMPROPER 
BECAUSE COMBINATION OF LOONEY AND WYMAN FAILS TO 
DISCLOSE OR SUGGEST AUTHORIZATION OF MULTIPLE DEVICES TO 
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PLAY DIGITAL CONTENT BASED ON LICENSES WITH AN 

ASSOCIATED CARDINALITY 1 1 

EX. CONCLUSION 12 

X. APPENDIX OF CLAIMS i 
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L REAL PARTY IN INTEREST 

The present U.S. Patent application is assigned to Audible, Inc. of 65 
Willowbrook Boulevard, Wyane, New Jersey 07470. 

IL RELATED APPEALS AND INTERFERENCES 

To the best of Appellant's knowledge, there are no appeals or interferences related 
to the present appeal which will directly affect, be directly affected by, or have a bearing 
on the Board's decision. 

in. STATUS OF THE CLAIMS 

Claims 1-8, 10-18 and 20-30 are pending in the present application. Claims 9, 19 
and 19 have been canceled during prosecution. Claims 1-8, 10-18 and 20-30 were 
rejected in the Final Office Action mailed February 25, 2002 and are the subject of this 
After Final Response. 

Claims 1-8, 10-18 and 20-30 were rejected as containing subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
make and/or use the invention. Claims 1-8, 10-18 and 20-30 were also rejected as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors, at the time the 
application was filed, had possession of the claimed invention. Claims 1-8, 10-1 8 and 
20-30 were rejected under 35 U.S.C. § 1 02(e) as being clearly anticipated by U.S. Patent 
No. 5,969,283 issued to Looney, et al. (Looney), Claims 3, 13, 23 and 25-27 were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Looney in view of U.S. 
Patent o. 5,745,879 issued to Wyman (Wyman). 
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IV. STATUS OF AMENDMENTS 

In response to the Final Office Action mailed February 25, 2002, rejecting claims 
1-8,10-18 and 20-30, Applicants hereby submit this After Final Response. A copy of all 
claims is attached hereto as Appendix A as a courtesy to the Examiner. 

V. SUMMARY OF THE INVENTION 

The present invention provides one or more license management devices that 
manage licenses for playback of digital content. The license management devices create 
licenses having an associated cardinality that determines the number of playback devices 
that can be authorized by the license. The license is stored in a set of playback devices, 
where the number of playback devices in the set is less than or equal to the cardinality of 
the license. In one embodiment, the license management device causes the license to be 
stored in the set of playback devices by using one or more digitally signed and/or 
encrypted commands. See Specification at page 5, lines 13-20. 

The license is also included in digital content that the license authorizes for 
playback. In one embodiment, the license management device causes the license to be 
included in the digital content; however, content providers or other authorized agents can 
also cause the license to be included in the digital content. Playback devices that have a 
license that matches a license included in the digital content are authorized to play the 
digital content In one embodiment a single license can be used to provide authorization 
to play digital content from multiple sources and/or multiple types of content. See 
Specification at page 5, line 21 to page 6, line 1 . 
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Playback devices can store multiple licenses, which allows playback devices to 
belong to multiple sets of playback devices authorized to playback various digital content. 
In one embodiment digital content files can contain multiple licenses to allow the content 
files to be shared by multiple sets of playback devices. In other words, a content file can 
be shared by different sets of users because the content contains multiple licenses. See 
Specification at page 6, lines 1-9. 

In one embodiment, a server is coupled to multiple playback devices, including 
hardware playback devices and players (e.g., software applications running on a computer 
system), by a network. Any number of hardware playback devices and players can be 
coupled to servers by a network. See Specification at page 7, lines 1-5. One or more 
servers operate as a license management device, which creates licenses and determines 
the cardinality of the licenses created. The license management device communicates 
with the playback devices and/or players via a network. See Specification at page 1 1 , 
lines 10-18 and Figure 5. 

Licenses created by the license management device can be communicated to 
content providers. The content providers, in turn, embed a copy of the license into digital 
content to be provided to the playback devices and/or players. See page 1 1 , lines 1 9-24. 
In one embodiment, a license comprises a 32-bit group identifier. See page 12, lines 16- 
17. When a player or playback device receives digital content, the player or playback 
device checks to determine whether the license (e.g., a 32-bit group identifier) stored in 
the content matches the license (e.g., a 32-bit group identifier) stored by the player or 
playback device. If the licenses match, the payer or playback device is authorized for 
playback. See Specification at page 1 2, liens 3-7. The playback device or player can 
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receive digital content via a network connection with a digital information service or 
other provider. See Specification at page 8, lines 15-19 and Figure 2. 

Each player or playback device can store multiple licenses and license can be 
added or subtracted according to various techniques. See Specification at page 13 and 
Figure 6. The cardinality of each license can be any value including, but not limited to ? a 
fixed number, a variable number, or an unlimited number. See Specification at page 14, 
lines 14-16. 

VI. ISSUES PRESENTED 

1 . Whether claims 1-8, 10-18 and 20-30 contain subject matter that was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains to make and/or use the invention. 

2. Whether claims 1-8, 1 0-1 8 and 20-30 contain subject matter that was not 
described in such a way as to reasonably convey to one skill in the relevant art that the 
inventors, at the time the application was filed, had possession of the claimed invention. 

3 . Whether claims 1-8,10-18 and 20-30 are clearly anticipated by U.S . Patent 
No. 5,969,283 issued to Looney, et al. {Looney). 

4. Whether 3, 13, 23 and 25-27 are unpatentable over Looney in view of U.S. 
Patent No. 5,745,879 issue to Wayman (Waymari). 

VII. GROUPING OF CLAIMS 

For purposes of this response: 

Claims 1, 2, 4-8, 10-12, 14-18, 20-22, 24 and 28-30 comprise Claim Group I. 
Claims 3, 13, 23 and 25-27 comprise Claim Group IL 
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